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DETAILED ACTION 

The Examiner acknowledges receipt of Remarks to the first Office Action filed on 
10/28/2005. Applicant has cancelled claims 10-20 without prejudice. Claims 2 and 3 
have been cancelled. Claim 1 has been amended to incorporate the subject matter of 
claim 3. Accordingly, claims 1 and 4-9 are pending. 

The Examiner has carefully considered Applicants arguments and a detailed 
response can be found under the section: Response to Arguments. 

Applicant's amendments have necessitated a new grounds of rejection. Claims 1 
and 4-9 remain/are rejected for the reasons of record and those stated below. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 4-9 remain/are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mitchnick et al. (U.S. Patent No. 5,441 ,726) in view of Galley et al. 
(U.S. Patent No. 5,609,852) and Halls (U.S. Patent No. 6,267,949). 

Mitchnick et al. disclose a creamy foundation composition of the following 
components: 
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The foundation was prepared by mixing components 11 to 14. The un-coated 
zinc oxide rods (8% by weight) can be 100 nm in diameter (Column 13, lines 20 and 26- 

* 

27). Components 7 through 10 are mixed together to form a solution (Column 13, lines 
7-28). The zinc oxide containing component is dispersed in the solution of components 
7-10 and heated to 75 °C. Components 1 through 6 (containing 5 % by weight stearic 
acid) are mixed and heated to 80 °C to form a solution which is then added to the 
solution containing zinc oxide to produce an emulsion (Column 13, lines 30-33). The 
emulsion is cooled under stirring to 50 °C and the final perfume ingredient is added 
(Column 13, lines 33-35). The mixture is cooled under stirring. The Applicant has 
defined asymmetric particles as fatty acids of 12 to 22 carbon atoms with stearic acid 
being a preferred asymmetric particle (Specification, pages 8 and 9). The cosmetic 
preparation of Mitchnick et al. is comprised of 5 % by weight stearic acid and 8 % by 
weight of zinc oxide. Mixing of these components at a temperature less than about 80 
°C and cooled under stirring to a temperature of 50 °C to quench the reaction between 
ZnO and stearic acid would produce the solid asymmetric particles of the instant 
invention in at least 10% by weight of the composition (instant claim 7). In instant claim 
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8, the Examiner interprets about 60 °C to about 70 °C to encompass 60 ± 6 °C to 70 ± 7 
°C in which case the temperature of Mitchnick et al., 75 °C, is encompassed by that 
range. 

1. Mitchnick et al. do not expressly teach heating the mixture of ZnO particles 
and stearic acid to a temperature of less than about 80 °C for about 5 to about 10 
minutes. 

2. Mitchnick et al. does not expressly disclose the addition of ZnO in an amount 
of about 1 % to about 4% by weight of the cosmetic composition. 

Galley et al. provide a general teaching for the preparation of sunscreen 
compositions comprised of metal oxides such as zinc oxide. Galley et al. disclose that 
the oil phase components are heated together to 70-75 °C and then mixed with the 
aqueous phase containing the metal oxide for 5-10 minutes. The emulsion is then 
cooled (See: Example 18 Column 9, lines 45-52; Example 19 Column 10, lines 20-26 
and Example 20 Column 10, lines 61-67). Galley et al. disclose that fatty acid soaps, 
such as potassium stearate, are effective emulsifying agents that can be added to the 
composition (Column 4, line 52). 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to prepare a composition containing zinc oxide and stearic 
acid by the procedure of Mitchnick et al. using the suggested heating period of 5 to 10 
minutes of Galley et al. to produce metallic soap coated ZnO particles of the instantly 
claimed invention. 
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One of ordinary skill in the art would have been motivated to do this in the 
interest of optimizing the amount of time required to produce the final product, which 
would save valuable research time and resources. 

Halls discloses sunscreen compositions comprised of nano-size ZnO particles in 
the preferred range of 0.5-15% by weight (Column 4, lines 52-55). Halls provides 
compositions with 0.5, 1.0, 2.0 and 4.0% by weight zinc oxide in example numbers 8- 
11, respectively (Column 7, lines 1-8). 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to prepare a composition of Mitchnick et al., using the 
heating period suggested by Galley et al., containing zinc oxide in the percent weight 
range of about 1 % to about 4 % as suggested by Halls to produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
Halls discloses that the sun protection factor can be adjusted by judicious selection of 
the amount of ZnO added (0.5 to 4.0 % by weight in this example) thus creating lotions 
for a wide variety of consumers seeking various levels of sun protection (See: Column 
7, lines 1-8). 

From the teaching of the references, it is apparent that one of ordinary skill in the 
art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the claimed invention, as a whole, would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made, because 
every element of the invention and the claimed invention as a whole have been fairly 
disclosed or suggested by the teachings of the cited references. 
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Response to Arguments: 

1 . With respect to the 1 12, second paragraph, rejection, Applicant asserted that one of 
ordinary skill in the art would understand that conversion of ZnO refers to the reduction 
in the initial amount of the reactant ZnO into its chemical products. Since this is based 
solely on the amount of ZnO converted then there is no need to specify a percent based 
on weight or molar basis. The rejection is withdrawn. 

2. Applicant has amended instant claim 1 to include limitations not encompassed by the 
art rejection. The 103(a) rejection over Mitchnick et al. in view of Galley et al. and the 
103(a) rejection over Mitchnick et al. in view of Galley et al. and Ramp et al. are 
withdrawn as the combination of these references does not teach a process wherein the 
ZnO is added in an amount of about 1 % to about 4% by weight of the cosmetic 
composition. 

3. Applicant and the Examiner agree that Mitchnick et al. do not expressly teach heating 
the mixture of ZnO particles and stearic acid to a temperature of less than about 80 °C 
for about 5 to about 10 minutes but rather broadly teaches heating to 75 C for an 
undisclosed time period followed by quenching to 50 C. It is for this reason that one of 
ordinary skill in the art would have sought guidance in the art and found the reference of 
Galley et al. which provides the guidance to heat for 5 to 10 minutes and then cool to 
quench the reaction. It is the Examiner's position that this would produce an incomplete 
reaction between ZnO and stearic acid in the instantly claimed range. Furthermore, 
adjusting the amount of ZnO in the composition would be immediately obvious to one of 
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ordinary skill in the art for the simple fact of producing different levels of sun-screen 
protection. 

Applicant asserted that the disclosure of Mitchnick et al. has nothing to do with 
solid asymmetric particles or stearic acid. On the contrary, the ZnO rods of Mitchnick et 
al. are asymmetric "green bean shape" (differing lengths and diameters), which possess 
even spreadability over surfaces, and stearic acid is a component of the composition 
(Column 2, lines 3-6 and 55-62; column 13, lines 5-20; and claim 13). 

The Examiner is not picking and choosing elements but rather finding relevant 
art, which one of ordinary skill in the art would find, to fill undisclosed aspects, such as 
heating times, and produce the instant invention. 

When the process appears to produce the same product as instantly claimed, the 
burden is shifted to applicant to demonstrate unexpected results to overcome the art 
rejections. 

Conclusion 

No claims are allowed. 

Applicants amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernst V. Arnold whose telephone number is 571-272- 
8509. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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